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DETAILED ACTION 
Response to Amendment 

1 . The action is responsive to the Amendment filed on 1 0 May 2006. Claims 1 -1 0 
and 13-19 are pending. Claims 1, 7-9, 13, 14 and 17 are amended. Claims 18 and 19 
are new. 

Claim Objections 

2. Claim 19 is objected to because of the following informalities: claim 19 page 6 
line 2, "control element" should be - process valve -. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 8 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 8 recites, "partially hydraulically operating the actuator, which is a hydraulic 
actuator"; however, the "actuator" recited in claim 1 , from which claim 8 depends, is a 
pneumatic actuator. It is not clear from the claimed language how a pneumatic actuator 
can be operated hydraulically. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-7, 9, 10 and 15-19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Snowbarger et al. (U.S. Patent No. 7,079,021) (hereinafter Snowbarger). 

Referring to claim 1 , Snowbarger teaches a method to test operating safety of a 
process control device (see Snowbarger, column 3 lines 6-14) designed to close or 
open a pipe of a process system in the event of an incident (see Snowbarger, column 3 
lines 25-35) comprising a process valve and a pneumatic actuator to move the valve, a 
position controller in a safety circuit, the pneumatic actuator being coupled to a control 
unit that is connected to the position controller for exchange of control signals, such that 
the pneumatic actuator can be operated by way of the control unit to move process 
valve and the process valve can be moved from an initial condition to a final condition in 
the event of an incident by a control of the actuator by the control unit; and a test cycle 
for the process control device (see Snowbarger, column 3 lines 25-43) comprising: 
generating a control signal for partial movement of the process valve aided by the 
position controller (see Snowbarger, column 3 lines 36-38); transferring the control 
signal from the position controller to the control unit via a signal connection (see 
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Snowbarger, column 4 lines 12-14); controlling the pneumatic actuator dependent on 
the control signal aided by the control unit to operate the pneumatic actuator for the 
partial movement of the process value from the initial condition (see Snowbarger, 
column 4 lines 12-23); detecting, via a measurement device, measurement signals that 
indicate the partial movement of the process valve from the initial condition (see 
Snowbarger, column 3 lines 36-43); and returning the control element to the initial 
condition (see Snowbarger, column 3 lines 39-40). 

Referring to claim 2, Snowbarger teaches detecting time resolved path signals 
upon detection of the measurement signals with the aid of the measurement device 
(see Snowbarger, column 9 lines 42-48). 

Referring to claim 3, Snowbarger teaches determining movement parameters 
from the detected time resolved path signals (see Snowbarger, column 9 lines 52-62). 

Referring to claim 4, Snowbarger teaches executing a leakage measurement 
upon detection of the measurement signals, aided by the measurement device (see 
Snowbarger, column 4 lines 23-27). 

Referring to claim 5, Snowbarger teaches electronically logging of a course of the 
test cycle and electronically storing the course in a storage device (see Snowbarger, 
column 3 line 51-62). 
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Referring to claim 6, Snowbarger teaches activating the test cycle for the process 
control device utilizing a remote control (see Snowbarger, column 4 lines 50-67). 

Referring to claim 7, Snowbarger teaches partially venting the actuator, which is 
a pneumatic actuator, to partially move the control element as a reaction to the 
controlling by the control unit (see Snowbarger, column 4 lines 23-27). 

Referring to claim 9, Snowbarger teaches a device to test the operating safety of 
a process control device designed to close or open a pipe of a process system in the 
event of an incident (see Snowbarger, column 3 lines 25-35), comprising: a process 
valve (see Snowbarger, column 3 lines 25-35); an actuator to move the process valve 
(see Snowbarger, column 4 lines 6-11); a position controller in a safety circuit (see 
Snowbarger, column 4 lines 17-19); a control unit that is connected with the position 
controller configured to exchange control signals and is coupled to the actuator, such 
that the actuator can be operated via the control unit to move the control element in 
order to move the control element from an initial condition to a final condition in the 
event of incident with the aid of a controlling of the actuator by the control unit (see 
Snowbarger, column 3 lines 25-43); a measurement device configured to acquire 
measurement signals that indicated a movement of the process valve from the initial 
condition (see Snowbarger, column 3 lines 36-43); the position controller comprising a , 
control signal generator configured to generate a control signal for a partial movement 
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of the process valve in the course of a test cycle for the process control device (see 
Snowbarger, column 4 lines 17-27), and to transmit the control signal via a signal 
connection from the position controller to the control unit (see Snowbarger, column 4 
lines 12-17). 

Referring to claim 10, Snowbarger teaches that the control unit and the position 
controller are redundantly coupled to the actuator to operate the actuator (see 
Snowbarger, column 4 lines 17-23). 

Referring to claim 15, Snowbarger teaches a suppression device to suppress the 
generation of the control signal for the partial movement of the actuator in the course of 
the test cycle (see Snowbarger, column 6 lines 41-43). 

Referring to claim 16, Snowbarger teaches a storage device configured to store 
electronic information concerning the test cycle (see Snowbarger, column 3 lines 51- 
62). 

Referring to claim 17, Snowbarger teaches an evaluation device configured to 
automatically evaluate the measurement signals that indicate a movement of the control 
element from the initial condition (see Snowbarger, column 4 lines 25-27). 
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Referring to claim 18, Snowbarger teaches that the detecting is performed as a 
direct detecting of the process valve and the measurement signals are directly taken 
from the process valve (see Snowbarger, column 3 lines 40-43). 

Referring to claim 19, Snowbarger teaches that the measurement device is 
located between the process valve and the actuator (see Snowbarger, Figure 1). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Snowbarger et al. (U.S. Patent No. 7,079,021) (hereinafter Snowbarger) in view of 
Rosenberg (U.S. Patent No. 6,300,937). 

Referring to claim 13, Snowbarger teaches all the features of the claimed 
invention except that the measurement device comprises a motion sensor configured to 
detect the partial movement of the control element. 

Rosenberg teaches that the measurement device comprises a motion sensor 
configured to detect the partial movement of the control element (see Rosenberg, 
column 8 line 66 - column 9 line 3). 
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It would have been obvious at the time the invention was made to one of ordinary 
skill in the art to modify Snowbarger to include the teachings of Rosenberg, because 
having a motion sensor in the feedback loop would have allowed the skilled artisan to 
detect any deliberate or unwanted motion for normal control or alarm generation, 
respectively. 

6. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Snowbarger et al. (U.S. Patent No. 7,079,021) (hereinafter Snowbarger) in view of 
Scheideler (U.S. PG-Pub No. US2003/01 88583). 

Referring to claim 14, Snowbarger teaches all the features of the claimed 
invention except that the measurement device comprises a motion sensor configured to 
detect the partial movement of the control element. 

Scheideler teaches that the measurement device comprises a motion sensor 
configured to detect the partial movement of the control element (see Scheideler, page 
4 [0088]). 

It would have been obvious at the time the invention was made to one of ordinary 
skill in the art to modify Snowbarger to include the teachings of Scheideler, because 
having a sound sensor in the feedback loop would have allowed the skilled artisan to 
detect any deliberate or unwanted vibration for normal control or alarm generation, 
respectively. 
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7. Applicant's arguments with respect to claims 1-10 and 13-19 have been 
considered but are moot in view of the new ground(s) of rejection. 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary Kate B. Baran whose telephone number is (571 ) 
272-221 1 . The examiner can normally be reached on Monday - Friday from 9:00 am to 
6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marc S. Hoff can be reached on (571 ) 272-221 6. The fax phone number for 



the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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